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DETAILED ACTION 

Election/Restrictions 

Applicants' election of Group I in the reply filed on May 14, 2009 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Accordingly, claims 1-10 are examined herein as falling within Group I. Claims 
11-19 have been cancelled. Claims 20-23 have been withdrawn as non-elected. 
Claim Objections 

Claims 5-8 and 10 are objected to under 37 CFR 1 .75(c) as being in improper 
form because a multiple dependent claim cannot depend from another multiple 
dependent claim. See MPEP § 608.01 (n). 

Accordingly, the claims 5-8 and 10 are objected to but are still examined to the 
extent understood in order to advance prosecution. Those claims should be corrected 
in response to this Office Action. 

Claims 1-9 are objected to because of typographical errors. 

Claims 1-9 should have - thioglycolate - instead of "thioglycollate". 

Claim 5, line 2, should have ~ alkyl - instead of "allyl". 

Claim 8, line 4, has the misspelling "solubilzse". 
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Claims 20-23 were omitted from the set of claims provided on May 15, 2009. 

This omission is not material at this point because claims 20-23 have been 
withdrawn from further consideration. Still, those claims should be included in the 
response to this Office Action. 

Claim Rejections - 35 USC §112 

Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 8 is unclear as to whether the anionic and nonionic surfactants are both 
required for each of the alkanethiol, alkyl thioglycolate, and dialkyl sulfide choices. In 
order to examine the claims as completely as possible and expedite prosecution, claim 
8 is construed as requiring the anionic and nonionic surfactants only when the dialkyl 
disulfide is chosen. The claims are given the broadest reasonable interpretation during 
examination. See MPEP 2111 and 2173.06. 

No new matter should be added when amending the claims. 

Claim Rejections - 35 USC §§ 102 and 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

The following citations are made for the convenience of the reader, but the 
rejections are based on the references as a whole. Depending on the type of reference, 
designations such as "(1 :2)" refer to page 1 , line 2, or column 1 , line 2. Where 
appropriate, designations such as "(1a:2)" refer to page 1, first column, line 2. 
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Claims 1-4 and 6-10 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Thornton (GB 1,130,540). 

Thornton teaches a method for treating the surface of a silver alloy (1 :38-47) 
wherein the surface is treated with at least one material selected from an alkanethiol 
such as stearyl mercaptan or an alkyl thioglycolate such as cetyl thioglycolate (2:16-38 
and 55-75). Organic solvents such as trichloroethylene may be used (2:4). The 
alkanethiol or alkyl thioglycolate is contained in a vat (polish) (2:39-52). Detergent 
(surface active agent) is added during a subsequent washing step (2:67-75). 

In view of the foregoing, Thornton is found to be anticipatory. Claims 1-4 and 6- 
10 also would have been obvious over the teachings of Thornton because that 
reference pertains to the method of treating silver alloys with a solution of alkanethiol or 
alkyl thioglycolate. 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thornton (GB 1,130,540) as applied to claims 1-4 and 6-10 above, and further in view of 
either or both Clark (US 5,616,549) and Shubkin (US 6,165.284). 

With respect to claim 5, Thornton teaches a variety of organic solvents including 
trichloroethylene (1 :54-2:5), but it does not appear to specifically teach use of the 
solvent n-propyl bromide. 

Clark teaches that n-propyl bromide may be used as a solvent in place of 
trichloroethylene (3:19-33). The n-propyl bromide offers the advantage of lower ozone 
depletion (3:7-15). 
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Shubkin teaches the use of n-propyl bromide as a solvent for treating silver 
surfaces to inhibit tarnishing (Title; and Abstract). The compound is known to be 
environmentally friendly (1 :14-16). 

It would have been obvious for the method of treating silver surfaces, as taught 
by Thornton, with the solvent of n-propyl bromide, as taught by Clark and/or Shubkin. 
Thornton teaches use of the trichloroethylene solvent and Clark teaches that n-propyl 
bromide may be substituted for that solvent as a ozone-safe alternative. Shubkin also 
teaches that n-propyl bromide may be used as an environmentally friendly solvent for 
treating silver surfaces to inhibit tarnishing. 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thornton (GB 1,130,540) in view of either or both Clark (US 5.616.549) and Shubkin 
(US 6,165,284), and further in view of Smith (US 3,398,003). 

Thornton recognized that alkanethiols and alkyl thioglycolates can be used to 
inhibit tarnishing for silver alloy surfaces. However, Thornton, Clark, and Shubkin do 
not appear to teach the use of (di)alkyl disulfides for the same purpose. 

Smith teaches that (di)alkyl disulfides may be used to inhibit tarnishing in silver 
(Abstract). Various other components may be added, such as diluents and detergents 
(1 :48-64). Interestingly, Smith further teaches that the (di)alkyl disulfides result from the 
partial oxidation of alkanethiols (alkyl mercaptans) (2:22-64). 

It would have been obvious for the method of treating silver alloys, as taught or 
suggested by Thornton, Clark, and Shubkin, to have (di)alkyl disulfide as an equivalent 
in the solution, as taught by Smith, because Thornton, Shubkin, and Smith pertain to the 
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treating of silver-containing surfaces to prevent tarnishing. The prior art recognized that 
alkanethiols, alkyl thioglycolates, and (di)alkyl disulfides all can be used for the same 
purpose of inhibiting tarnish for silver-containing surfaces. MPEP 2144.06. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DOUGLAS MC GINTY whose telephone number is 
(571)272-1029. The examiner can normally be reached on M-F, 830-500. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571) 272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/DOUGLAS MC GINTY/ 
Primary Examiner, Art Unit 1796 



